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1. The following is a quotation of 35 U.S.C. § 103(a) 

which forms the basis for all obviousness rejections set forth in 

this Office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the sub-ject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Claims 1-14, 19-28, 30-32, 38, 41-43 and 45-48 are 

rejected under 35 U.S.C. § 103(a) as being unpatentable over the 

combination of Jonas et al . '515 and Krafft et al . '981. Jonas 

et al. '515 (see particularly column 1, line 18 - column 2, line 

47; column 3, lines 1-30) discloses conductive coatings 

comprising polythiophene and compounds as set forth in instant 

claim 8 to increase conductivity and/or transparency which are 

applied to imaging products such a silver halide photography, dry 

plate systems and electrophotography. Jonas et al . also disclose 

that binders as described in European Patent Publication 564,911 

(equivalent to U.S. Patent No. 5,370,981 to Krafft et al . ) may be 

added to their conductive coating compositions. Krafft et al . 

(see particularly column 1, lines 3-40; column 2, lines 55-60; 

column 3, lines 45-55) disclose antistatic layers for imaging 

elements comprising polythiophene which include water soluMe 

^ Glymoro^ for better adherence and scratch proofing. Since Jonas 
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et al. discloses using the binders of Krafft et al . in their 
antistatic layers, and Krafft et al . disclose the use of water 
soluble binders for poiychiophene conductive layers as used in 
Jonas et al . , it would be obvious to one skilled in the art to 
use water soluble binders as disclosed in Krafft et al . in the 
conductive coatings of Jonas et al . for better adherence and 
scratch proofing. Also, since Jonas et al . (column 1, lines 
18-48) disclose that mixing organic compounds as set forth in 
instant claim 8 into polythiophene conductive layers improves 
conductivity and/or transparency, it would be obvious to one 
skilled in the art to add the organic compounds of Jonas et al . 
to the thiophene conductive layers of Krafft et al . in order to 
increase conductivity and/or transparency. While Krafft et al . 
does not specifically disclose gelatin as water soluble binder 
for their antistatic layers, gelatin is a well known water 
soluble binder in the photographic art and is disclosed in the 
applied prior art as a water soluble binder in the silver halide 
emulsion layers. Therefore, it would be obvious to one skilled 
in the art to use well known water soluble binders, particularly 
gelatin, as the generically called for water soluble binders in 
the antistatic layers of Krafft et al . for improved <MM^^y 
and/or fea?ans paroncy . J 

The comparative Examples in applicant's specification 
report results in Table I wherein the neutral charge conductivity 
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enhancers increase the conductivity of layers comprising 
polythiophene and gelatin. However, the compounds used in the 
working examples to increase conductivity are known in Lhe art 
from Jonas et al . as increasing conductivity in polythiophene 
conductive layers which may contain water soluble binders. 
Therefore, the results reported in the specification for adding 
conductivity enhancers to polythiophene layers and obtaining 
increased conductivity would be expected by one skilled in the 
art from Jonas et al . The comparisons in the specification do 
not show unexpected results from using gelatin binders instead of 
other water soluble binders since other water soluble binders, 
e.g. polyvinyl alcohol as disclosed in Krafft et al . , are not 
used for comparisons. Applicant's argument in the remarks for 
the request for continued examination that Krafft et al . and 
Jonas et al . do not disclose the use of gelatin in antistatic 
layers is unconvincing since Krafft et al . generically discloses 
the use of water soluble binders and gelatin is well known water 
soluble binder. There is no showing in the specification that 
polyvinyl alcohol as disclosed in Krafft et al . would not work 
well as compared to gelatin. The silver halide emulsion layers 
in Krafft et al . a ad- Jon aafr- contain gelatin. Jonas et al . 
discloses the use of their antistatic layers in silver halide 
photography which would obviously contain gelatin silver halide 
emulsion layers as set forth in Krafft et al . 
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2. Claims 1-14 and 19-48 are rejected under 35 U.S.C. § 
103(a) as being unpatentable over the combination of Jonas et al . 
-'515 and Krafft et ai . -'961 as applied in paragraph 1 above 
further in view of Majumdar et al . '655. The combination of 
Jonas et al . '515 and Krafft et al . '981 makes the use of 
conductive antistatic layers comprising polythiophene, water 
soluble binders, including gelatin, and conductivity enhancers as 
set forth in instant claim 8 as antistatic layers in various 
imaging elements obvious to one skilled in the art for the 
reasons set forth in paragraph 1 above. Also, Majumdar (column 
5, lines 22-3 8) discloses that common examples of photographic 
elements are gelatin- silver halide emulsion layers containing 
elements so that the use of gelatin in the silver halide layers 
of the photographic elements disclosed in Jonas et al . would 
further be obvious to one skilled in the art. Majumdar et al . 
(see particularly column 5, lines 1-38; column 7, lines 54-59) 
discloses that polythiophene containing antistatic layers may be 
used in various imaging elements including silver halide 
elements, dye receiving elements and electrophotographic 
elements, in order to reduce static electricity. Therefore, it 
would be obvious to one skilled in the art to use the thiophene 
containing antistatic layers with water soluble binders and 
conductivity enhancers as set forth in paragraph 1 above in 
various imaging elements as set forth in Majumdar et al. and in 
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locations as set forth in Majumdar et al . in order to reduce 
static electricity. 

3. The status of the copending applications cited on page 
1 in the specification should be updated. 

4. Applicants' argument in the remarks with the request 
for continued examination that gelatin imaging layers are best 
coated on gelatin containing antistatic layers is further 
unconvincing since the instant claims are not limited to directly 
coating gelatin imaging layers onto the antistatic layers of the 
instant claims. 

5. Claims 1-14, 19-29, 35, 38, 39, 40, 41, 44, 45 ard 48 
are rejected under the first paragraph of 35 U.S.C. § 112 as 
failing to comply with the written description requirement. The 
specification fails to contain a written description of imaging 
elements as set forth in the instant claims wherein the image 
forming layers ^e-^required to comprise gelatin. The use of 
gelatin in image forming layers is only set forth in the 
specification for silver halide emulsion layers. The other types 
of image forming layers disclosed in the specification, e.g. 
electrophotographic layers, ink jet receiving layers, thermal 
transfer receiving layers ii^thermally imageable layers, are not 
disclosed as having gelatin binders. There is no generic 
disclosure in the specification of using gelatin binders in the 
imaging layers or specific disclosure of various imaging layers 
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containing gelatin binders since gelatin binders are only 
disclosed for silver halide emulsion layers. There is no 
disclosure ot using gelatin binders for non-silver halide imaging 
layers as set forth in claim 38, for thermally imageable layers 
as set forth in claim 39 or for electrophotographic imaging 
layers as set forth in claim 41. 

6. Claim 46 is rejected under 35 U.S. C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicants 
regard as the invention. Claim 4 6 is outside the scope and 
inconsistent with its parent claim 43. Claim 46 sets forth a 
black and white film while claim 43 requires a color image 
forming layer. 

7. The prior art cited in the parent application has been 
considered . 

8 . Any inquiry concerning this communication should be 
directed to Mr. Schilling at telephone number (571) 272-1335. 



RLSchilling : cdc 
January 13, 2004 




